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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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6) ^ Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 19 October 2001 is/are: a)^ accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 5 



Application/Control Number: 10/039,795 
Art Unit: 2643 



Page 2 



DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 6-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 6, page 28, lines 19-20, "the received group number' 5 lacks proper antecedent 

basis. 

In claim 6, page 28, lines 21-22, "the received contact number" lacks proper antecedent 

basis. 

In claim 6, page 28, lines 23-24, "the group consisting of a telephone number and an e- 
mail address" lacks proper antecedent basis. 

Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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2. Claims 1, 5, 16-18 are rejected under 35 U.S.C. 102(e) as being anticipated by Beaton et 
al. (US 6,526,129 Bl). 

Regarding claims 1, 5, Beaton et al. disclose a method for storing contact information 
comprising the steps of: 

storing in a database information about a plurality of groups (central server 106 stores 
contact information for groups of individuals, e.g. home, social, work; Figure 5; col. 5, lines 1- 

6); 

storing in a database information about a contact (central server 106 stores information 
about a contact, including the contact's relationship with the user, the contact's address, 
communication devices, e.g. home phone, business phone, cellular phone, pager, fax machine, 
voicemail, or e-mail, associated with contact and availability schedule; Figure 8; col. 5, lines 14- 
63); 

linking the stored information about a contact to at least one of the plurality of groups 
(contacts can be configured into home, social, and work categories; col. 5, lines 1-6); 

receiving a request for stored information about a contact (user enters the name or 
identification number of the individual the user wishes to contact; Figure 16; col. 7, lines 1-5); 

providing stored information about a contact in response to the request (the contact 
information is retrieved and presented on the user's display (Figure 18; col. 7, lines 7-16). 

Regarding claim 16, Beaton et al. disclose a system for storing contact information for a 
user comprising: 

a database (central server 106 includes a memory 105 stores user information; col. 3, 
lines 57-67; col. 4, lines 25-28; the information including the contact's relationship with the user, 



Application/Control Number: 10/039,795 Page 4 

Art Unit: 2643 

the contact's address, communication devices, e.g. home phone, business phone, cellular phone, 
pager, fax machine, voicemail, or e-mail, associated with contact and availability schedule; 
Figures 5, 8; col. 5, lines 1-6, 14-63); 

a server (central server 106 can be accessed over the Internet, Intranet or dial-up service 
by computer users; col. 3, lines 52-58); 

a telephone (users can access the central server 106 via mobile phone 109, ADSI 
telephone 1 10 or ordinary telephone 1 1 1 (col. 4, lines 20-23); 

wherein the server is further configured to receive a request for contact information from 
the user (user can access the central via any variety of devices, including a telephone (col. 4, 
lines 20-23), to request contact information (col. 4, lines 1-8). 

Regarding claim 17, the server engages contact as selected by the user (col. 4, lines 5-8). 

Regarding claim 18, Beaton et al. provides for communication via e-mail (e-mail button 
864), audio message (voicemail button 862) and conversion between different communication 
types (col. 5, line 64 - col. 6, line 20). 

3. Claim 10 is rejected under 35 U.S.C. 102(b) as being anticipated by Sussman (US 
5,483,586). 

Sussman discloses a method for storing contact information comprising the steps of: 
authenticating a user (user directory access requires a user identification code and 

password; col. 7, lines 10-19); 

receiving group information from a user (user can assign names for different lists, e.g. 

family, friends, general; col. 6, lines 47-51); 
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receiving contact information from a user (user selects entries to add to a personal list; 
col. 6, lines 40-47; col. 4, lines 38-64); 

storing (personal lists are stored in user directory 10; col. 6, lines 40-51); 

receiving a telephonic request from a user for contact information (user accesses on-line 
directories 9 and 10 as well as central on-line database system 3 via the subscriber's DTMF 
telephone 6; col. 5, lies 48-52; col. 5, line 61 - col. 6, line 39); and 

providing contact information to a user (search results are presented to the user for 
selection; col. 6, lines 26-34). 

4. Claims 19-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Noto et al. (US 
4,885,580). 

Noto et al. disclose a computerized method for storing contact information comprising 
the steps of: 

storing a group number for at least one group (group numbers and group names are used 
to identify different contact groups; Figure 5; col. 3, line 50 - col. 4, line 3); 

storing a group number and a contact number (contact telephone numbers are stored 
within different groups; col. 3, line 66 - col. 4, line 5); 

receiving from a user a selection (user selects the group by entering the group number, 
see Figure 5, and a contact number by selecting the desired contact name, see Figure 6, col. 4, 
lines 8-9); 

connecting the user (the selected contact is dialed; col. 4, lines 9-10). 
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Claim Rejections - 35 USC §103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 2-4, 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Beaton et 
al. in view of Noto et al (US 4,885,580). 

The method of Beaton et al. differs from claims 2-4, 6-9 in that although it teaches 
identifying different groups by name (home, social, work; Figure 5), it does not teach using a 
group number. However, Noto et al. teach the well known use of group numbers as well as 
group names to identify different contact groups (Figure 5; col. 3, line 50 - col. 4, line 3) such 
that it would have been obvious to an artisan of ordinary skill to incorporate the use of group 
numbers, as taught by Noto et al., within the method of Beaton et al. in order to allow for quicker 
selection of groups by using numbers. 

Regarding claims 6-9, Beaton et al. provides for communication via telephone (desktop 
phone button 852, mobile phone button 854), e-mail (e-mail button 864), audio message 
(voicemail button 862), video message (video conferencing button 850, video mail button 860) 
(col. 5, lines 34-40) and conversion between different communication types (col. 5, line 64 - col. 

6, line 20). 

7. Claims 1 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sussman in 
view of Noto. 



• 



+ 
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The method of Sussman differs from claims 1 1-15 in that although it teaches identifying 
different groups by name (Family, Friends, General; col. 6, lines 47-51), it does not teach using a 
group number. However, Noto et al. teach the well known use of group numbers as well as 
group names to identify different contact groups (Figure 5; col. 3, line 50 - col. 4, line 3) such 
that it would have been obvious to an artisan of ordinary skill to incorporate the use of group 
numbers, as taught by Noto et al., within the method of Sussman in order to allow for quicker 
selection of groups by using numbers. 



8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Stuntebeck et al. show a centralized directory service which can be accessed via 
computer or telephone over Internet, wireless, or telephone networks. Pershan shows using a 
group number to identify a groups of contacts. Darden, Bayless et al., Molne, Sassin et al., 
Wood et al., and Grunsted et al. show other directory database systems. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stella L. Woo whose telephone number is (703) 305-4395. The 
examiner can normally be reached on Monday-Tuesday, Thursday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis Kuntz can be reached on (703) 305-4708. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Conclusion 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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